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Opi nion by Quinn, Adm nistrative Trademark Judge:
An application was filed by Kay Guitar Conpany to

regi ster the mark shown bel ow

I

GUITARS



Qpposition No. 91154392

for “nusical instruments, namely, guitars.”! The word
“guitars” is disclained apart fromthe mark.

Regi strati on was opposed by Virgin Enterprises Limted
on the ground that applicant’s mark, if applied to
applicant’s goods, would so resenbl e opposer’s previously
used and registered VIRA N marks for a wde variety of goods
and services, including sone related to the nusic and
entertainment industries, as to be likely to cause confusion
under Section 2(d) of the Trademark Act. In addition,
opposer asserts that registration of applicant’s mark is
likely to dilute the distinctiveness of opposer’s fanous
VI RG N mar ks.

Applicant, in its answer, essentially denied the
salient allegations in the notice of opposition.?

The record consists of the pleadings; the file of the
i nvol ved application; trial testinony, with rel ated
exhi bits, taken by opposer; and applicant’s responses to
opposer’s discovery requests, status and title copies of
opposer’s registrations and certified copies of opposer’s

applications, copies of official records in the nature of

! Application Serial No. 78070813, filed June 25, 2001, based on
an allegation of a bona fide intention to use the mark in

conmer ce.

2 The answer is acconpani ed by copies of third-party

regi strations and ot her documents. Inasnuch as these exhibits
were not identified and introduced in evidence at trial, they are
not evidence on behal f of applicant. Trademark Rule 2.122(c);
TBMP § 317 (2d ed. rev. 2004). Even if considered, however, this
evi dence woul d not change the result in this case.
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final orders in prior Board proceedi ngs and in other
litigation involving opposer’s marks, and excerpts
fromprinted publications, all nmade of record by way of
opposer’s notice of reliance. Applicant neither took
testinony nor offered any other evidence. Only opposer
filed a brief at final hearing. An oral hearing was not
requested by either party.

Opposer and its rel ated conpanies are engaged in a w de
and diverse range of business activities under a variety of
VIRA N marks. Opposer’s business, founded by Sir Richard
Branson, started in the nusic industry as VIRGA N RECORDS
| at er branching out into goods and services such as
comercial air transportation, tel ephone services, credit
card services, retail store services featuring recorded
musi ¢ and nusi c books, al coholic beverages, and consuner
el ectroni c products. The evidence denonstrates that nusic
has played a significant role in the advertising of
opposer’s nyriad business ventures, including its VIRG@N
MEGASTORE retail stores, VIRA@ N MOBILE w rel ess phone goods
and services, VIRG N PULSE personal consuner electronic
products, RADIO FREE VIRGA N Internet nusic services, and
VI RG N ATLANTI C ai rways (the self-proclained “rock and rol
airline”).

As di scussed bel ow, opposer has established its

ownership of registrations of various VIRAN nmarks for a
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vari ety of goods and services, as well as prior use of
VIRA N as a trade nane. (Qpposer owns over thirty
registrations for VIRAN, both in typed formand in the
stylized formshown below, as well as other VIRG N-formative

mar ks.
1'

Inits brief, opposer highlighted its VIRA N (typed and
stylized) registrations involving goods and services in the
music industry as follows: “pre-recorded audi o and/or video
t apes, cassettes and cartridges; prerecorded audio and video
di scs; phonograph records; photographic and ci nemat ogr aphic
filnms”;3 “printed sheet nusic; fictional and non-fictional
books, biography and aut obi ography books, periodicals,
namel y, paperback books and magazi nes, all dealing with

4 «

music, filnms and entertai nnent”; retail store services in

the fields of records, audio and video tapes, audi o and

3 Regi strati on No. 1469618, issued Decenber 22, 1987, and

Regi strati on No. 1517801, issued Decenber 27, 1988, respectively;
affidavits under Sections 8 and 15 filed and acknow edged.

* Registration No. 1591952, issued April 17, 1990, and

Regi stration No. 1597386, issued May 22, 1990, respectively; both
renewed.
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vi deo recorders, conputers and el ectroni c apparatus, [and]

5 u 6 «

sheet nusic”; retail departnent store services”; sound
records of nmusic in the formof discs and tapes and
cassettes; pre-recorded audio and video tapes, cassettes and
cartridges featuring nusic; pre-recorded audio and video

di scs, phonograph records featuring nusic; [and] conputer

software for music products”;’

and “providing networks for
t he purpose of transm ssion and reception of electronic
mai |, conmputer generated nusic, news and ot her data and
i nformati on; and broadcasting services by radio and over a

"8 |'n our determ nation of

gl obal conputer network.
| i kel i hood of confusion, we will focus our attention, as
opposer has, on these marks and goods and services sold

t her eunder.

In view of opposer’s ownership of these valid and
subsisting registrations, priority is not an issue in this
proceeding. King Candy Co., Inc. v. Eunice King' s Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Qur determ nation under Section 2(d) is based on an

analysis of all of the facts in evidence that are rel evant

to the factors bearing on the |ikelihood of confusion issue.

5 Regi stration No. 1851817, issued August 30, 1994, and

Regi strati on No. 1852776, issued Septenber 6, 1994, respectively;
bot h renewed.

® Registration No. 1863353, issued November 15, 1994; renewed.

! Regi stration No. 2709578, issued April 22, 2003.

8 Registration No. 2625455, issued September 24, 2002.
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Inre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). 1In any |ikelihood of confusion

anal ysi s, however, two key considerations are the
simlarities or dissimlarities between the marks and the
simlarities or dissimlarities between the goods and/ or
services. Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24 (CCPA 1976). These, and other du
Pont factors deened pertinent in the proceeding now before
us, are discussed bel ow.

Opposer’s VIRGA N mark and applicant’s mark are
virtually identical, differing only in the inclusion of the
generic term“GU TARS” in applicant’s mark.® Applicant has
adopted the entirety of opposer’s arbitrary mark VIRA N, and

nerely added the generic termto it; the addition of the

° In the notice of opposition, opposer referred to its “famly”

of VIRGA N nmarks. As contenplated in case law, a famly of narks
is a group of marks having a recogni zabl e conmon characteristic,
wherein the marks are conposed and used in such a way that the
public associ ates not only the individual nmarks, but the conmon
characteristic of the famly, with the trademark owner. Sinply
using a series of simlar marks, or the nere fact of registration
of many marks with a common “surnane,” does not of itself
establish the existence of a famly. J & J Snack Foods Corp. v.
McDonal d’s Corp., 932 F.2d 1460, 18 USP@d 1889(Fed. Cir. 1991);
Pol aroid Corp. v. Richard Mg. Co., 341 F.2d 150, 144 USPQ 419
(CCPA 1965); and American Standard, Inc. v. Scott & Fetzer Co.,
200 USPQ 457 (TTAB 1978). In the past the Board has stated, in
pertinent part, that a proponent of a fanmily of marks nust prove
that all or many of the marks in the alleged famly were used and
pronmoted together in such a way as to create public perception of
the famly “surnane” as an indication of source. Chanpion

I nternational Corp. v. Plexowood, Inc., 191 USPQ 160 (TTAB 1976).
In the present case, we find that opposer’s evidence falls short
of denonstrating that it owns a family of marks. To this end, in
anal yzi ng Iikelihood of confusion, we have conpared applicant’s
mark with each of opposer’s narks.
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term“GQUITARS" is clearly insufficient to avoid a finding of
| i kel i hood of confusion with opposer’s VIRGA N marks. See
Hewl ett - Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62
USPQ2d 1001 (Fed. Cir. 2002); Inre El Torito Restaurants
Inc., 9 USPQ2d 2002 (TTAB 1988); and In re Equitable
Bancor poration, 229 USPQ 709 (TTAB 1986). As to appearance,
the stylization of applicant’s mark does not distinguish it
fromany of opposer’s VIRGA N nmarks (including opposer’s
stylized marks) in any neani ngful way.*°

W also find that applicant’s mark is simlar to each
of opposer’s |l ogo marks. Opposer’s marks are, in each
i nstance, dom nated by the inherently distinctive term
VIRG N whi ch, as indicated above, is identical in sound,
appearance and neaning to the dom nant portion of
applicant’s mark. Al though we have considered the marks in
their entireties, “there is nothing inproper in stating
that, for rational reasons, nore or |ess weight has been
given to a particular feature of a mark, provided the
ultimate conclusion rests on consideration of the marks in
their entireties.” In re National Data Corp., 753 F.2d

1056, 224 USPQ 749, 751 (Fed. Cir. 1985). In opposer’s |ogo

10 Opposer’s registrations of VIRAN in typed form afford opposer

a scope of protection that enconpasses the sanme stylized manner
of display of the word VIRAN in applicant’s mark. See Phillips
Petroleumv. C. J. Wbb, 442 F.2d 1376, 170 USPQ 35, 36 (CCPA
1971) [registration of word mark in typed drawi ng form neans that
rights in the word mark “are not limted to the mark depicted in
any special forni].
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mar ks, we have given | ess weight to the descriptive and/or
desi gn portions thereof; for the sane reason, we have given
| ess weight to the “GUI TAR" portion (which is generic and
di sclaimed) of applicant’s mark. W find that these
features do not elimnate the |ikelihood of confusion in
consuners’ perceptions of opposer’s marks and applicant’s
mar k.

Each of opposer’s marks is simlar in sound, appearance
and neaning to applicant’s mark. In sum the parties’ narks
engender sim/lar overall commercial inpressions. The
simlarity between the marks wei ghs in opposer’s favor.

Wth respect to the goods and/or services, it is well
establ i shed that the goods and/or services of the parties
need not be simlar or conpetitive, or even that they nove
in the sane channels of trade, to support a hol di ng of
| i kel i hood of confusion. It is sufficient that the
respecti ve goods and/or services of the parties are rel ated
in sone manner, and/or that the conditions and activities
surroundi ng the marketing of the goods and/or services are
such that they would or could be encountered by the sane
persons under circunstances that coul d, because of the
simlarity of the marks, give rise to the m staken beli ef
that they originate fromthe sane source. See Hilson
Research, Inc. v. Society for Human Resource Managenent, 27

USPQ2d 1423 (TTAB 1993); and In re International Tel ephone &
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Tel ephone Corp., 197 USPQ 910, 911 (TTAB 1978). The issue

i s not whether purchasers would confuse the goods and/ or
services, but rather whether there is a |likelihood of
confusion as to the source of the goods and/or services. In
re Rexel Inc., 223 USPQ 830 (TTAB 1984).

The record is replete with exanples of the close
connecti on between nusic and opposer’s goods and servi ces.
Qpposer’s retail store services under the VIRGA N MEGASTORE
mar k i nvol ve the sale of pre-recorded audi o di scs and tapes.
The openi ngs of these stores are marked by extensive
publicity, including appearances by major recording artists
in the nusic industry. |In addition, opposer’s stores
sponsor live in-store perfornmances by artists whose records
are being sold in the stores. These perfornmances frequently
i nvol ve gi veaways, i ncludi ng autographed guitars fromthe
bands. According to Andrea Modreno, one of opposer’s field
mar keti ng managers, opposer’s stores attract a clientele of
guitar players by offering a section in the stores dedi cated
to guitar books, including instructional books, history
books, and sheet nusic, as well as guitar magazines. In
connection wth opposer’s assertion that opposer is
“constantly reinventing itself,” opposer points out that due
to a successful launch at its VIRG N MEGASTORE store in
London, opposer is considering offering in the future

musi cal instrunents and | essons at its United States stores.
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Opposer also offers, under the mark RADI O FREE VI RA N,
music stream ng services on the Internet. Further, opposer
sells a line of consuner electronic products, including CD
pl ayers, MP3 players and AM FM tuners under the mark VIRG@ N
PULSE. (Opposer has published a series of books known as
VI R@ N ENCYCLOPEDI A whi ch details the history of popul ar
music. (Qpposer’s air transportation services under the mark
VI RG N ATLANTI C feature an in-flight entertai nnment system
and airport |lounges for its passengers feature sound-proof
sitting roons with state-of-the-art nusic systens.

Qpposer’s wirel ess tel ephone services are offered under the
mark VIRG N MOBI LE, and users are able to downl oad nusica
content fromMIV and VHL to their phones.

Opposer’ s goods and services, as well as applicant’s
guitars, would be purchased by the sane cl asses of
purchasers, nanely, ordinary consuners. These consuners
i nclude guitar players and nusicians, and there is no
evi dence that the normal purchasers of the parties’ goods
and services are especially sophisticated or careful in
maki ng their purchasing deci sions.

Qur anal ysis of |ikelihood of confusion in the present
case is influenced by our finding that opposer’s VIRG N mark

is a strong mark that is entitled to a relatively broad

10
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| atitude of protection.* VIRANis an arbitrary term as
used in connection with opposer’s goods and services. The
record establishes that opposer uses VIRG N essentially as a
house mark on a wi de range of goods and services. The
record is devoid of evidence of any use by third parties of
VIRA@ N marks on or in connection with the goods and services
involved in this case or, indeed, in connection wth any
goods or services at all. The record also shows, fromthe
many | aw suits brought by opposer, that opposer diligently
polices its rights inits VIRGAN marks.'? Most
significantly, we find that opposer’s VIRG N nmarks are
especially strong in connection with nmusic-rel ated goods and
services. The evidence of record establishes that the

VIRGA N record |label is a well known |abel, with a roster of

1 'On this record, however, we cannot conclude that opposer’s
VIRG N marks are fanmous. Although opposer submtted severa
excerpts fromprinted publications and deci sions rendered by
federal courts in other litigation, this evidence is insufficient
to prove “fame” herein. Critical direct evidence is |acking,
such as volune of sal es under the marks, and the anount of
opposer’s advertising expenditures. See Hard Rock Café Licensing
Corp. v. Elsea, 48 USPQ2d 1400, 1409 (TTAB 1998). In this
connection, we note that nore than one court has characterized
opposer’s VIRA N mark as a famous mark. However, the courts
findings and conclusions in the context of opposer’s lawsuits
against third parties are not evidence in this case of the facts
said to underlie such findings and concl usions, nor are they
entitled to any legally preclusive effect as against applicant,
who was not a party to that litigation. W hasten to add,
however, that our findings of fact are not inconsistent with the
decision in Virgin Enterprises Ltd. V. Nawab, 335 F. 3d 141, 67
UsPQ2d 1420 (2d Cir. 2003).

12 pposer has received favorabl e judgments in no fewer than
twenty-five inter partes proceedi ngs before the Board agai nst
mar ks incorporating the term*“VIRAN.” 1In addition, opposer has
been successful in over thirty civil actions brought in federa
district courts.

11
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fanobus artists (such as The Rolling Stones, David Bow e and
Lenny Kravitz), and that opposer’s retail nusic stores,

al ong wi th opposer’s other business ventures, have enjoyed
substanti al success.

We concl ude that purchasers famliar wth opposer’s
variety of goods and services related to the nusic industry
sold under its strong VIRG N marks would be likely to
bel i eve, upon encountering applicant’s VIRG N GU TARS
(stylized) mark for guitars, that the goods and/or services
originated wth or were sonehow associated with or sponsored
by the sane entity.

Lastly, to the extent that there nmay be any doubt on
our finding of likelihood of confusion, we resolve that
doubt, as we nust, in favor of the prior user. See G ant
Food, Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 218
USPQ 390, 395 (Fed. Gir. 1983).

In view of our finding of |ikelihood of confusion, we
need not reach the nerits of opposer’s dilution claimunder
Section 43(a) of the Trademark Act.

Deci sion: The opposition is sustained on the ground of
| i kel i hood of confusion, and registration to applicant is

r ef used.

12



